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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application Serial No. 78568141
For the mark: PLAYERS EDGE
Published in the Official Gazette: November 15, at TM 841

Major League Baseball Players Association
Opposer,
VS.

Opposition No. 91169787

James Miliante

N N N N N N N N N

Applicant.

OPPOSER’S MOTION FOR SUMMARY JUDGMENT AND BRIEF IN SUPPORT

AND

MOTION FOR SUSPENSION OF PROCEEDINGS

Opposer Major League Baseball Players Association (Players Association) hereby moves the
Trademark Trial and Appeal Board for summary judgment in this Proceeding. The Players
Association’s Motion is supported by a Memorandum in Support and is based upon the Petitioner’s
Statement of Uncontroverted Facts.

Petitioner further moves the Board to suspend these proceedings pending the Board’s

decision on the Motion for Summary Judgment.
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MEMORANDUM IN SUPPORT

I. Opposer’s Statement of Uncontroverted Material Facts

1. James Miliante (“Applicant”) is an individual having an address of 37 Gilroy Street,
Staten Island, New York, 10309 (Applicant’s Answer, Paragraph 2, Exhibit A).

2. Applicant seeks to register the mark PLAYERS EDGE in International Class 36 for,
at least, fundraising for schools, churches and other organizations as evidenced by the publication of
said mark in the Official Gazette of the U.S. Patent and Trademark Office of November 15, 2005, at
page TM 841 (Exhibit B).

3. The Players Association is the owner of a family of trademarks containing the
term PLAYERS, including U.S. Trademark Registration No. 2,489,636 for PLAYERS TRUST
FOR CHILDREN, registered September 11, 2001 for charitable fund-raising services to benefit
children in Class 36 (Exhibit C).

4. Since at least as early as October 2004 the Players Association has also used
shortened variants of this mark, specifically PLAYERS TRUST and PLAYERS TRUST and
Design in association with its charitable trust operations.

5. The Players Association is the owner of U.S. Trademark Application No.
78/897,635 for PLAYERS TRUST for financial trust operations and financial management
services in Class 36, which application asserts a date of first use at least as early as October 1,
2004 (Exhibit D)

6. The Players Association is the owner of U.S. Trademark Application No.
78,897,643 for PLAYERS TRUST and Design for financial trust operations and financial
management services in Class 36, which application asserts a date of first use at least as early as

October 1, 2004 (Exhibit E).
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7. The Players Association is the owner of U.S. Trademark Registration No.
2,847,672 for PLAYERS CHOICE, registered June 1, 2004 for clothes, namely, t-shirts,
sweatshirts, sweatpants, pants, tank tops, shorts, jerseys, warm-up suits, jackets and sports shirts;
namely, shoes; and head gear; namely, caps and hats in Class 25 (Exhibit F).

8. The Players Association is the owner of U.S. Trademark Registration No.
2,929,068 for PLAYERS CHOICE, registered March 1, 2005 for video game programs related to
baseball, computer game programs related to baseball, in class 9 and for baseballs, hand-held
units for playing video games related to baseball, hand-held units for playing electronic games
related to baseball, card games related to baseball, board games related to baseball, action
figures, dolls, stuffed toys, and jigsaw puzzles in Class 28 (Exhibit G)

9. The Players Association is the owner of U.S. Trademark Registration No.
2,537,150 for PLAYERS CHOICE, registered February 5, 2002 for trading cards, stickers,
posters, decals, postcards, calendars, mounted and unmounted photographs, book covers, paper
pennants, stationery-type portfolios, magazines in the field of sports, and sports trading cards in
Class 16 (Exhibit H).

10. The Players Association is the owner of U.S. Trademark Registration No.
2,553,756 for MLB PLAYERS CHOICE and Design, registered March 26, 2002 for T-shirts,
sweatshirts, shorts, jerseys, caps, hats and sports shirts in Class 25; and for trading cards,
stickers, posters, decals, postcards, calendars, mounted and unmounted photos, book covers,
paper pennants, stationery-type portfolios, magazines in the field of sports and sports trading
cards in Class 16; and for baseballs, video game cartridges, computer game programs, board
games, action figures, dolls, stuffed toys, and hand-held units for playing video games in Class

28 (Exhibit I).
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11. The Players Association is the owner of U.S. Trademark Registration No.
2,573,984 for MLB PLAYERS CHOICE and Design, registered May 28, 2002 for jackets, tank
tops and wrist bands, in Class 25. (Exhibit J).

12. The Players Association is the owner of U.S. Trademark Registration No.
2,501,504 for PLAYERS CHOICE AWARDS, registered October 30, 2001 for providing
entertainment namely awards programs, balloting to determine awards, ceremonies, presentation
events and television broadcast of awards ceremonies, all related to recognition of excellence in
the on field and off field activities of major league baseball players, in Class 41. (Exhibit K).

13. The Players Association is the owner of U.S. Trademark Registration No.
2,978,550 for THE PLAYERS CLUBHOUSE, registered July 26, 2005 for retail outlets
featuring trading cards, stickers, posters, decals, postcards, calendars, photographs, book covers,
pennants, clothing, baseballs, action figures, dolls, stuffed toys, computer game programs,
souvenirs items, collectables, metals and coins, in Class 35 (Exhibit L).

14. The Players Association is the owner of U.S. Trademark Application No.
78/552,311 for THE PLAYERS CLUBHOUSE for video game cartridges, computer game
programs; video game programs related to baseball, computer game programs related to baseball
in Class 9; trading cards, namely, paper and cardboard trading cards; photographs, namely,
mounted and unmounted photographs; stickers, posters, decals, postcards, stationery, calendars
paper pennants, newsletters featuring baseball, magazines in the field of baseball; books in the
field of baseball, and other printed matter, namely, newsletters and bulletins featuring baseball
and playing cards and pens, namely, ball-point, roller ball, fountain, highlighter, fiber-tip and
pencil and/or pen box sets and pen and/or pencil holders in Class 16; clothes, namely, t-shirts,

sweatshirts, sweatpants, pants, tank tops, shorts, jerseys, warm-up suits, jackets, sport shirts,
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shoes, socks, wrist bands, polo shirts, and headgear, namely, caps, and hats, in Class 25;
handheld units for playing video games related to baseball, handheld units for playing electronic
games related to baseball, toys and games depicting baseball players in the game of baseball,
namely, action figures, dolls, stuffed toys, jigsaw puzzles, board games sporting articles, namely,
baseball bats, baseball gloves, baseballs and card games related to baseball, in Class 28 (Exhibit
M).

15. The Players Association is the owner of U.S. Trademark Application No.
78/552,305 for PLAYERS CHOICE CLUB for video game cartridges, computer game
programs; video game programs related to baseball, computer game programs related to baseball,
in Class 9; trading cards, namely, paper and cardboard trading cards; photographs, namely,
mounted and unmounted photographs; stickers, posters, decals, postcards, stationery, calendars
paper pennants, newsletters featuring baseball, magazines in the field of baseball; books in the
field of baseball, and other printed matter, namely, newsletters and bulletins featuring baseball
and playing cards and pens, namely, ball-point, roller ball, fountain, highlighter, fiber-tip and
pencil and/or pen box sets and pen and/or pencil holders, in Class 16; clothes, namely, t-shirts,
sweatshirts, sweatpants, pants, tank tops, shorts, jerseys, warm-up suits, jackets, sport shirts,
shoes, socks, wrist bands, polo shirts, and headgear, namely, caps, and hats, in Class 25;
handheld units for playing video games related to baseball, handheld units for playing electronic
games related to baseball, toys and games depicting baseball players in the game of baseball,
namely, action figures, dolls, stuffed toys, jigsaw puzzles, board games sporting articles, namely,
baseball bats, baseball gloves, baseballs and card games related to baseball, in Class 28; retail

outlets featuring trading cards, stickers, posters, decals, post cards, calendars, photographs, book
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covers, pennants, clothing, baseballs, action figures, dolls, stuffed toys, computer game
programs, souvenir items, collectables, medals and coins, in Class 35 (Exhibit N).

16. The Players Association is the owner of U.S. Trademark Application No.
78/552,306 for PLAYERS CHOICE PLATINUM CLUB for video game cartridges, computer
game programs; video game programs related to baseball, computer game programs related to
baseball, in Class 9; trading cards, namely, paper and cardboard trading cards; photographs,
namely, mounted and unmounted photographs; stickers, posters, decals, postcards, stationery,
calendars paper pennants, newsletters featuring baseball, magazines in the field of baseball;
books in the field of baseball, and other printed matter, namely, newsletters and bulletins
featuring baseball and playing cards and pens, namely, ball-point, roller ball, fountain,
highlighter, fiber-tip and pencil and/or pen box sets and pen and/or pencil holders, in Class 16;
clothes, namely, t-shirts, sweatshirts, sweatpants, pants, tank tops, shorts, jerseys, warm-up suits,
jackets, sport shirts, shoes, socks, wrist bands, polo shirts, and headgear, namely, caps, and hats,
in Class 25; handheld units for playing video games related to baseball, handheld units for
playing electronic games related to baseball, toys and games depicting baseball players in the
game of baseball, namely, action figures, dolls, stuffed toys, jigsaw puzzles, board games
sporting articles, namely, baseball bats, baseball gloves, baseballs and card games related to
baseball, in Class 28; retail outlets featuring trading cards, stickers, posters, decals, post cards,
calendars, photographs, book covers, pennants, clothing, baseballs, action figures, dolls, stuffed
toys, computer game programs, souvenir items, collectables, medals and coins, in Class 35
(Exhibit O).

17. The Players Association is the owner of U.S. Trademark Application No.

78/552,308 for PLAYERS CHOICE DIAMOND CLUB for video game cartridges, computer
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game programs; video game programs related to baseball, computer game programs related to
baseball, in Class 9; trading cards, namely, paper and cardboard trading cards; photographs,
namely, mounted and unmounted photographs; stickers, posters, decals, postcards, stationery,
calendars paper pennants, newsletters featuring baseball, magazines in the field of baseball;
books in the field of baseball, and other printed matter, namely, newsletters and bulletins
featuring baseball and playing cards and pens, namely, ball-point, roller ball, fountain,
highlighter, fiber-tip and pencil and/or pen box sets and pen and/or pencil holders, in Class 16;
clothes, namely, t-shirts, sweatshirts, sweatpants, pants, tank tops, shorts, jerseys, warm-up suits,
jackets, sport shirts, shoes, socks, wrist bands, polo shirts, and headgear, namely, caps, and hats,
in Class 25; handheld units for playing video games related to baseball, handheld units for
playing electronic games related to baseball, toys and games depicting baseball players in the
game of baseball, namely, action figures, dolls, stuffed toys, jigsaw puzzles, board games
sporting articles, namely, baseball bats, baseball gloves, baseballs and card games related to
baseball, in Class 28; retail outlets featuring trading cards, stickers, posters, decals, post cards,
calendars, photographs, book covers, pennants, clothing, baseballs, action figures, dolls, stuffed
toys, computer game programs, souvenir items, collectables, medals and coins, in Class 35
(Exhibit P).

18. As verified by the affidavit of Judith S. Heeter, the group of professional baseball
players who comprise the Major League Baseball Players Association donate significant sums to
charities through the Major League Baseball Players Trust (Affidavit I3, Exhibit Q).

19. The Major League Baseball Players Trust is funded by a portion of licensing
revenues from the sale of all goods licensed by the Major League Baseball Players Association,

including all goods bearing any of the above-referenced trademarks, including the PLAYERS
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CHOICE, PLAYERS CHOICE and Design, PLAYERS TRUST FOR CHILDREN, PLAYERS
TRUST, PLAYERS TRUST and Design, THE PLAYERS CLUBHOUSE, MLB PLAYERS
CHOICE, and MLB PLAYERS CHOICE and Design marks. (Affidavit {4, Exhibit Q).

20. The Major League Baseball Players Trust is also funded by proceeds from rights
fees and/or royalties paid by licensees for the right to conduct promotional sales programs. For
example, in June 2006 oranges and tangerines were packed with baseball trading cards bearing
the images of Major League baseball players and the PLAYERS TRUST and Design mark and
distributed by Sunkist nationwide to grocery stores. (Exhibit R).

21. The Major League Baseball Players Trust is also funded by proceeds from
intermittent special events such as dinners where fans meet members of the Players Association
and annual events such as an annual golf tournament. A copy of the presentation made in
September 2006 to potential sponsors of the annual golf tournament for 2007 and bearing the
PLAYERS TRUST and Design mark is attached as Exhibit S. A photographic image of a hat
distributed at the January 2005 golf tournament is attached as Exhibit T (Affidavit 5, Exhibit Q,
Exhibits S,T ).

22. The Major League Baseball Players Trust is also funded by contributions from
individual members of the Major League Baseball Players Association. A copy of the brochure
distributed to baseball players at 2006 spring training is attached as Exhibit U (Affidavit ] 3,
Exhibit Q, Exhibit U).

23. Through its Trust, the Major League Baseball Players Association has distributed
millions of dollars to charities. A copy of the mlbplayers.mlb.com web site describing examples
of such charities is attached as Exhibit V. In one example, the Major League Baseball Players

Trust distributes a number of $10,000 grants to local offices of the Volunteers of America. A
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copy of the packet distributed to members of the print media bearing the PLAYERS TRUST and
Design mark and announcing the 2006 awards is attached as Exhibit W (Affidavit {10, Exhibit
Q, Exhibits V, W).

24. Applicant’s PLAYERS EDGE mark and the marks of the Players Association of
paragraphs 3-17 all contain the identical term PLAYERS as a dominant feature of the mark.

25. Applicant’s PLAYERS EDGE mark has three syllables.

26 The Players Association’s PLAYERS TRUST and PLAYERS TRUST and
Design marks each have three syllables.

27. In pronouncing Applicant’s PLAYERS EDGE mark the term PLAYERS is
pronounced first and is the dominant word in the mark.

28. In pronouncing the Players Association’s PLAYERS TRUST and PLAYERS
TRUST and Design and PLAYERS TRUST FOR CHILDREN marks, the term PLAYERS is
pronounced first and is the dominant word in the mark.

29. In viewing Applicant’s PLAYERS EDGE mark the term PLAYERS is read first.

30. In viewing the Players Association’s PLAYERS TRUST and PLAYERS TRUST
and Design and PLAYERS TRUST FOR CHILDREN marks, the term PLAYERS is read first.

31. Applicant seeks to use its PLAYERS EDGE mark in connection with the services
of fundraising for schools, churches and other organizations. (Exhibit B).

32. The Players Association uses its PLAYERS TRUST FOR CHILDREN mark in
association with the services of charitable fund-raising to benefit children and its PLAYERS
TRUST and PLAYERS TRUST and Design marks in association with the services of financial

trust operations and financial management services. (Exhibits C,D,E).
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33. Purchases of normally offered goods such as clothing, toys, paper goods,
electronics, and services such as retail outlet and entertainment services bearing the Players
Association marks and purchasers of special charitable promotional items such as oranges are
often made on impulse, without time for the purchaser to investigate the source or origin of the
goods or services.

34. The Players Association has licensed the sale of hundreds of millions of dollars
worth of goods and services under its family of PLAYERS marks and has itself spent millions of
dollars advertising its family of PLAYERS marks.

35. The Players Association’s family of PLAYERS marks is in use on a wide variety
of goods and services, including a vast array of clothing, toys, paper goods, computer software
and electronic games, toys and games, retail outlet services and entertainment services.
(Exhibits C-P).

36. Applicant seeks to engage in fundraising for schools, churches and other
organizations in which the mark PLAYERS EDGE will be displayed to the public in relation to
Applicant’s fundraising services.

37. The Players Association engages in fundraising services in which its PLAYERS
TRUST, PLAYERS TRUST and Design and PLAYERS TRUST FOR CHILDREN marks are
displayed to the public in association with the Players Association’s charitable fundraising

services.

10
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II1. Relevant Legal Standards

A, Summary Judgment Standard

Summary judgment is appropriate where, as here, there is no genuine issue as to any material
fact and the moving party is entitled to judgment as a matter of law.' The moving party bears the
initial burden of demonstrating the absence of a genuine issue of material fact.”> Once the movant
has met this initial burden, the burden shifts to the nonmoving party to “set forth specific facts
showing that there is a genuine issue for trial.” In doing so, the nonmoving party “must do more than
simply show that there is some metaphysical doubt as to the material facts.”* Summary judgment is
not viewed as a “disfavored procedural shortcut.” Rather, it is “an integral part of the Federal Rules
»5

as a whole.

B. Test for Determining Likelihood of Confusion Under Section 2(d)

The Lanham Trademark Act of 1946 provides for refusal of registration of a trademark on
account of its nature where the mark *“[c]onsists of or comprises a mark which so resembles a mark
registered in the Patent and Trademark Office, or a mark or trade name previously used in the United
States by another and not abandoned, as to be likely, when used on or in connection with the goods

. . . . 6
of the applicant, to cause confusion, or to cause mistake, or to deceive. ..”

To prevail on a Section
2(d) ground of opposition, an opposer must prove ‘“(a) either its ownership of its pleaded

registrations and/or its priority of use of its applied-for marks, and (b) that a likelihood of confusion

' Fed.R.Civ.P. 56(c).

2 Celotex Group v. Catrett, 477 U.S. 317, 323 (1986).

3 Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 248 (1986).

* Matsushita Elec. Indust. Co., Ltd. v. Zenith Radio Corp., 475 U.S. 574, 586 (1986).
5 Celotex, 477 U.S. at 327.

® Lanham Act § 2(d), 15 U.S.C. § 1052(d).

11
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. 7
exists.”

The Board has stated that confusion, mistake or deception may be with regard to source or
origin of the goods or services, or it may be with regard to sponsorship, affiliation or connection. 8

The “generally accepted method of analyzing the likelihood of confusion is sue™ in a
registrability context consists of application of the thirteen factors set forth In re E.I. DuPont de

Nemours & Co.%°. The factors are:

1. The similarity or dissimilarity of the marks in their entireties as to appearance, sound,
connotation and commercial impression;

2. The similarity or dissimilarity and nature of the goods or services;
3. The similarity or dissimilarity of established, likely-to-continue trade channels.
4. The conditions under which and buyers to whom sales are made, that is, “impulse” vs.

careful, sophisticated purchasing;

5. The fame of the prior mark (sales, advertising, length of use);

6. The number and nature of similar marks in use on similar goods;

7. The nature and extent of any actual confusion;

8. The length of time during and conditions under which there has been concurrent use without

evidence of actual confusion;

9. The variety of goods on which a mark is or is not used (house mark, “family” mark, product
mark);

10. The market interface between applicant and the owner of a prior mark;

11. The extent to which applicant has a right to exclude others from use of its mark on its goods;

12. The extent of potential confusion, i.e., whether de minimis or substantial;

13. Any other established fact probative of the effect of use.''

" Truescents LLC v. Ride Skin Care, LLC, 2006 WL 3326525 (T.T.A.B. 20006).

8 Hilson Research, Inc. v. Society for Human Resource Management, 27 U.S.P.Q.2d 1423,
1993 WL 290669 (T.T.A.B. 1993).

? In re E.I. DuPont de Nemours & Co., 476 F.2d 1357, 1361, 177 U.S.P.Q. 563 (C.C.P.A.
1973).

104,

12
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These evidentiary elements are not listed in order of merit, and each may play a dominant role

depending on the facts of the case.'?

III. Argument

A, Summary of the Arsument

1. Ownership of Registrations and Marks Previously Used in the United
States

The Players Association has submitted documentary evidence and official records under 37
CFR §1.122(e) that are available to the general public at the United States Patent and Trademark
Office evidencing its ownership of its pleaded registrations and applied for marks."

2. Likelihood of Confusion

Applicant’s mark PLAYERS EDGE is confusingly similar to the Players Association’s
PLAYERS TRUST, PLAYERS TRUST and Design, PLAYERS TRUST FOR CHILDREN,
PLAYERS CHOICE, MLB PLAYERS CHOICE, MLB PLAYERS CHOICE and Design,
PLAYERS CHOICE AWARDS and THE PLAYERS CLUBHOUSE marks in terms of appearance,
sound, connotation and commercial impression. Analysis of the probative facts in evidence that are
relevant to the DuPont factors leads to the inescapable conclusion that there is likelihood of
confusion as between Applicant’s mark and the PLAYERS family of marks owned by the Players
Association.

B. The Plavers Association’s Ownership of a Family of PLAYERS Marks

While the Players Association does not use all of its marks together all of the time, the

Players Association advertises its PLAYERS marks, and uses them in everyday sales activities in

i Id.; G.H. Mumm & Cie v. Desnoes & Geddes, Ltd., 917 F.2d 1292, 1295, 16 U.S.P.Q.2d
1635, 1637-38 (Fed. Cir. 1990).

2 DuPont at 1361.
13 Opposer’s Statement of Uncontroverted Facts, q 3,5,6,7,8,9,10,11,12,13,14,15,16,17.

13
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various combinations “in such a manner as to create common exposure and thereafter recognition of

14
7™ The feature common to each

common ownership based upon a feature common to each mark.
mark is the term PLAYERS. As examples of such common use of some of its marks, the Players
Association has submitted prints of its web site showing use of the marks its PLAYERS TRUST,
PLAYERS TRUST and Design and MLB PLAYERS CHOICE and Design15 and an exemplary
baseball card from the Sunkist promotion showing use of its mark PLAYERS TRUST and Design
and MLB PLAYERS CHOICE and Design marks'®,

C. Analysis of DuPont Factors

1. Similarity of the Marks

Applicant’s PLAYERS EDGE mark, when used on the identified services, is likely to be
confused with the Players Association’s PLAYERS TRUST, PLAYERS TRUST and Design and
PLAYERS TRUST FOR CHILDREN, PLAYERS CHOICE, MLB PLAYERS CHOICE and Design
and THE PLAYERS CLUBHOUSE marks because the respective marks are similar with regard to
appearance, sound, connotation and commercial impression in that they all contain the identical term
“PLAYERS” as a dominant feature of the mark.'” In terms of appearance, the PLAYERS element is
encountered first when each of the marks is viewed or read and is the dominant term in each mark.
Although the PLAYERS TRUST and Design and MLB PLAYERS CHOICE and Design marks
include design elements, the literal portions are the most dominant and most significant features of
18

marks because consumers will call for the goods or services in the marketplace by that portion.

The sound is similar for Applicant’s PLAYERS EDGE mark and the Players Association’s

" Truescents LLC v. Ride Skin Care L.L.C., 2006 WL 3326525, p. 3 (TTAB 2006).
15 Opposer’s Statement of Uncontroverted Facts, { 23, Exhibit V.

6 Opposer’s Statement of Uncontroverted Facts, q 20, Exhibit R.

7 Opposer’s Statement of Uncontroverted Facts, §24.

'® In re Appetito Provisions Co., 3 U.S.P.Q.2d 1553 (T.T.A.B. 1987).

14
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PLAYERS TRUST and PLAYERS TRUST and Design and PLAYERS CHOICE marks. These
marks all contain three syllables, the first two of which are identical.”” In pronouncing Applicant’s
PLAYERS EDGE mark and the Players Association’s PLAYERS TRUST and PLAYERS TRUST
and Design and PLAYERS TRUST FOR CHILDREN and PLAYERS CHOICE marks, the term
PLAYERS is pronounced first and is the dominant word in the mark.*® “[I]t is often the first part of
amark which is most likely to be impressed upon the mind of a purchaser and remembered.” (KID-
WIPES confusingly similar to KID STUFF baby wipes)21

The connotation of all of the marks is similar in that they all reference PLAYERS.
Applicant’s mark is not distinguishable on the basis of meaning. In terms of overall commercial
impression, the marks are all similar because of the presence of the dominant term PLAYERS in
each of the marks. The commercial impression of Applicant’s mark is that of PLAYERS
fundraising services, just as the commercial impression of the Players Association’s marks is of
PLAYERS brand services (including charitable fundraising) and goods. When the marks are
compared in their entireties, the presence of the dominant term PLAYERS serves to make the marks
so similar as to be confusing.

2. Similarity of the Services/Goods

Applicant seeks to use its PLAYERS EDGE mark in connection with the services of
fundraising for schools, churches and other organizations.22 These fundraising services are similar to
the Players Association’s services of charitable fund-raising to benefit children and financial trust

operations and financial management services provided in association with its PLAYERS TRUST

19 Opposer’s Statement of Uncontroverted Facts, 23,24,25,26.
20 Opposer’s Statement of Uncontroverted Facts, {28.

2 Presto Products, Inc. v Nice-Pak Products, Inc., 9 U.S.P.Q.2d 1895 (T.T.A.B. 1988).
Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 73
U.S.P.Q.2d 1689 (Fed. Cir. 2005).

2 Opposer’s Statement of Uncontroverted Facts, {31.

15
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FOR CHILDREN and PLAYERS TRUST and PLAYERS TRUST and Design marks.” However,
the test is not whether Applicant’s fundraising services will be confused with the Players
Association’s fund raising service and financial trust operations and financial management services.
Rather,

the test is whether purchasers are likely to be confused as to source,

connection or sponsorship between the providers of the services. . .Itis

sufficient that the respective goods and/or services are related in some

manner, and/or that the conditions and activities . . . are such that they

would or could be encountered by the same persons under

circumstances that could, because of the similarities of the marks used

therewith, give rise to the mistaken belief that they originate from or
are in some way associated with the same producer. **

The group of baseball players who comprise the Major League Baseball Players Association
donate significant sums to charities through the Major League Baseball Players Trust.® The
Trust is funded by a portion of licensing revenues from the sale of goods licensed by the Major
League Baseball Players Association, including those bearing the PLAYERS CHOICE,
PLAYERS CHOICE and Design, PLAYERS TRUST FOR CHILDREN, PLAYERS TRUST,
PLAYERS TRUST and Design, THE PLAYERS CLUBHOUSE, MLB PLAYERS CHOICE,
and MLB PLAYERS CHOICE and Design marks.?® The Trust is also funded by proceeds from
intermittent special events where the PLAYERS family of marks is displayed and fans meet
members of the Players Association, and by proceeds from regular events where the PLAYERS

family of marks is displayed, such as an annual golf tournament.”’

= Opposer’s Statement of Uncontroverted Facts, 32.

** Hilson Research Inc., v. Society for Human Resource Management, 27 U.S.P.Q.2d 1423,
1432 (T.T.A.B. 1993).

3 Opposer’s Statement of Uncontroverted Facts, {18,22.
26 Opposer’s Statement of Uncontroverted Facts, 19.
o Opposer’s Statement of Uncontroverted Facts, 21.

16

1980011.1



Likelihood of confusion is determined on the basis of the services as they are identified in
the application and prior registration, but absent specific limitations therein, “the issue of likelihood
of confusion must be determined in light of consideration of all normal and usual channels of trade
and methods of distribution for the respective goods and on the basis of all customary customers

28
therefore.”

Although it is not possible to determine how Applicant intends to conduct its
fundraising activities for schools and churches, such activities generally follow the pattern followed
by the Major League Baseball Players Association, that is, solicitation of donations, sale of goods,
fundraising events and distribution of souvenirs to participants and informational materials to the
press. If Applicant’s fundraising activities involve the sale of any goods, such sales are likely to
engender confusion on the part of purchasers of such goods as to whether the goods are licensed by
the Major League Baseball Players Association. If Applicant’s fundraising activities involve special
events or regular events, these events are likely to engender confusion on the part of sponsors and
purchasers of tickets to such events as to whether the events are sponsored by the Major League
Baseball Players Association. If Applicant’s fundraising activities involve solicitation, baseball
players and members of the public are likely to be confused as to whether the solicitation is
sponsored by the Major League Baseball Players Association. If Applicant’s fundraising activities
involve distribution of souvenirs or press packets bearing the mark PLAYERS EDGE, then members
of the press and the public are likely to be confused as to whether the souvenirs originate with or the
materials describe activities of Applicant or of the Major League Baseball Players Association in

association with one or more of its family of PLAYERS marks. In short, if Applicant engages in any

of the activities normally associated with fundraising, then consumers and donors are likely to be

*% In Re Big Pig, Inc., 2006 WL 3341185 (T.T.A.B. 2006), at page 2.
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“confused as to source, connection or sponsorship between [Applicant and the Players
Association] %

3. Similarity of Trade Channels

A wide variety of goods is sold and/or distributed by the licensees of Major League Baseball
Players Association in association with its PLAYERS family of marks, and as part of the Players
Association’s its charitable fundraising, financial trust and financial management services. Items
such as caps distributed free at fundraising events.’® These items are generally not costly and are
subject to impulse purchase rather than the more careful, sophisticated purchasing associated with
expensive items. “When the products are relatively low-priced and subject to impulse buying, the
risk of likelihood of confusion is increased because purchasers of such products are held to a lesser

. 31
standard of purchasing care.”

The channels of trade are highly similar if not identical and therefore
the likelihood of confusion is enhanced.

4, Fame of the Prior Mark

While “[i]t is not necessary that a registered mark be famous to be entitled to protection
against a confusingly similar mark,”** in this case the Players Association’s PLAYERS TRUST
FOR CHILDREN, PLAYERS TRUST, PLAYERS TRUST and Design and all of its family of
PLAYERS marks are famous. The Players Association has licensed the sale of hundreds of millions
of dollars of goods and services under its family of PLAYERS marks and has itself spent millions of
dollars advertising its family of PLAYERS marks. > Through the Players Association’s extensive

use and advertising of its PLAYERS family of marks as a source identifier for its goods and

¥ Big Pig, at 2.

30 Opposer’s Statement of Uncontested Facts, {21

! Recot, Inc. v. Becton, 214 F.3d 1322, 54 U.S.P.Q.2d 1894 (Fed. Cir. 2000).
*2 Big Pig at 4.

3 Opposer’s Statement of Uncontroverted Facts, 29.
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services, the PLAYERS marks have acquired fame and distinctiveness. By use of a mark containing
the term PLAYERS, Applicant seeks to trade on this fame to boost its fundraising abilities.

5. Variety of Goods on Which the Prior Mark is Used

The Players Association family of PLAYERS marks are used together in various
combinations for charitable fundraising and trust services as well as for the sale of a vast array of
goods which also raise funds that are managed and distributed under the PLAYERS TRUST FOR
CHILDREN, PLAYERS TRUST and PLAYERS TRUST and Design marks. These goods include
various clothing items in Class 25, electronic games and computer programs in Class 9, a variety of
paper goods in class 16, entertainment services related to awards in class 41, operation of retail
outlets in Class 35 that feature a variety of goods, and toys and games in Class 283 Thus the
Players Association offers a wide variety of goods under its PLAYERS marks. If the applicant
engages in fundraising by the sale of products under its PLAYERS EDGE mark, the public is likely
to be confused as to the source of the goods.

6. Extent of Potential Confusion

There is overlap between Applicant’s fundraising services and the Players Association’s
charitable fundraising and trust services. Their respective channels of trade also overlap, indeed
overlap is unavoidable because goods are offered under the PLAYERS family of marks in so many
diverse channels of trade. Since almost any potential target of Applicant’s fundraising services is
likely to have encountered the PLAYERS family of marks, the extent of potential confusion is

significant.

3 Opposer’s Statement of Uncontroverted Facts, q 3-17, Exhibits C-P.
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7. Other Probative Facts

The Players Association uses its marks for charitable fundraising35, not merely fundraising.36
Because public policy strongly favors charitable activities, every effort should be made to ensure that
donors are not confused as to the destination of solicited funds from them or the source of charitable
gifts received.

8. The Rule of Doubt and the Newcomer Rule

Where there is any doubt regarding likelihood of confusion under Section 2(d), such doubts
are to be resolved in favor of the senior user.”’ Those who adopt a new mark are charged with a duty
to search prior uses and registrations before adopting their new mark. “ It is well-settled that one
who adopts a mark similar to the mark of another for closely related goods acts at his peril and any

»3 This rule is not limited to actions for

doubt there might be must be resolved against him.
trademark infringement and has been applied in opposition proceedings.39
IV.  Conclusion
Consideration of the facts in this case in light of the relevant DuPont factors leads to the
conclusion that Applicants PLAYERS EDGE is likely to be confused with the Players Association’s
family of PLAYERS marks, including PLAYERS TRUST, PLAYERS TRUST and Design and
PLAYERS TRUST FOR CHILDREN, PLAYERS CHOICE, MLB PLAYERS CHOICE and Design

and THE PLAYERS CLUBHOUSE.

33 Opposer’s Statement of Uncontroverted Facts, {3, Exhibit C.
36 Opposer’s Statement of Uncontroverted Facts, {2, Exhibit B.

" In re Wella A.G. , 787 F.2d 1549, 229 U.S.P.Q. 274 (Fed. Cir. 1986), on remand, 230
USPQ 77 (T.T.A.B. 1986), supplemental op., 5 U.S.P.Q.2d 1359 (T.T.A.B. 1987), rev’d 858 F.2d
725, 8 U.S.P.Q.2d 1365 (Fed. Cir. 1988).

38 Carlisle Chem. Works, Inc. v. Hardman & Holden, Ltd., 434 F.2d 1403, 168 U.S.P.Q. 110
(C.C.P.A. 1970).

39 Tiffany & Co. v. National Gypsum Co., 459 F.2d 527,173 U.S.P.Q. 793 (C.C.P.A. 1972).
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Accordingly, there is a likelihood that consumers and potential donors encountering the
similar PLAYERS marks of the parties, as used in connection with their respective services and
goods, will be confused into mistakenly believing that Applicant’s fundraising for schools and
churches is somehow sponsored by or associated with the Players Association. Registration of the
mark PLAYERS EDGE should be denied under § 2(d) as likely to be confused with the marks of the
Players Association.

Respectfully submitted,

MAJOR LEAGUE BASEBALL PLAYERS ASSN.
Opposer

By: SHUGHART, THOMSON & KILROY, P.C.

Dated: November 30, 2006 By:/Russell S. Jones, Jr. /
Russell S. Jones
Marcia J. Rodgers
Twelve Wyandotte Plaza
120 W. 12" Street
Kansas City, Missouri 64105
(816) 421-3355 Telephone
(816) 374-0509 Facsimile

ATTORNEYS FOR OPPOSER
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CERTIFICATE OF ESTTA FILING

I hereby certify that a copy of the foregoing paper was filed electronically with the
Trademark Trial and Appeal Board via the ESTTA on the 29th day of November, 2006

/Marcia J. Rodgers/
Marcia J. Rodgers

CERTIFICATE OF MAIL SERVICE

I hereby certify that the foregoing pleading is being deposited with the U.S. Postal
Service by First Class Mail on November 30, 2006 in an envelope addressed to:

Brian R. Gibbons.
3936 S. Semoran BLVD., Suite 330
Orlando, FL. 32822-4015

Attorney for Applicant

/Marcia J. Rodgers/
Marcia J. Rodgers
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BRIAN R. GIBBONS, p.a.
Attorney at Law

3936 S. Semoran Boulevard, Suite 330 Telephone: (407) 384-6156
Orlando, Florida 32822-4015 Facsimile:  (407) 384-2601
E-mail: trademarks@briangibbons.com R EC E l V E D

APR 2 9 2006

Shughart, Thomson & Kilroy

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

MAJOR LEAGUE BASEBALL PLAYERS In the matter of
ASSOCIATION, Application Serial No. 78/568,141
For the mark: PLAYER'S EDGE
Petitioner
Published in the Official Gazette
V. On November 15, 2005
JAMES MILIANTE, Opposition No. 91169787
Registrant ANSWER

ANSWER
James Miliante, by and through its undersigned counsel, answers the Notice of
Opposition as follows:
1. Denied. Applicant lacks sufticient knowledge as to the assertions of fact or law as

made by Opposer.

2. Admitted.
3. Admitted.
4. Admitted.
5. Denied. Applicant lacks sufficient knowledge as to the assertions of fact or law as

made by Opposer.

Opp. No. 91169787

MLBPA v. Milliecante
PLAYERSEDGE.O1 Opposer’s Ex. A




BRIAN R. GIBBONS, p.a.

Attorney at Law
Answer
TTAB Opposition No. 91169787
Page 2 of 4
6. Denied. Applicant lacks sufficient knowledge as to the assertions of fact or law as

10.

made by Opposer.

Denied. Applicant lacks sufficient knowledge as to the assertions of fact or law as
made by Opposer.

Denied. Applicant lacks sufficient knowledge as to the assertions of fact or law as
made by Opposer.

Denied.

Denied.

AFFIRMATIVE DEFENSES

In further Answer to the Notice of Opposition, Applicant pleads the following affirmative

defenses:

11.

15.

The Notice of Opposition fails to state a claim upon which relief may be granted.
Opposer lacks standing to oppose Application Serial No. 78/568,141.

Opposer's claims may be barred because there is no likelihood of confusion, mistake
or deception; that the goods and services are provided in different channels of trade;
or that no actual confusion, mistake or deception has or will occur.

Opposer's claims may be barred because it cannot show prior use.

Opposer's claims may be barred due to one or more of the following defenses: waiver,

laches, estoppel, acquiescence, fair use, fraud, misuse, mistake, prior registration or

unclean hands.



BRIAN R. GIBBONS, p.a.
Attorney at Law

Answer
TTAB Opposition No. 91169787
Page 3 of 4

16.  Applicant also asserts that it may be entitied to registration within a certain
geographic region or certain channel(s) of trade.

17. Opposer reserves the right to assert additional affirmative defenses as they may
become known through the process of discovery.

WHEREFORE, Applicant prays that the Notice of Opposition be dismissed, and that this
opposition proceeding be sustained in favor of Applicant.

James Miliante has appointed Brian R. Gibbons, an attorney admitted to practice before
the Supreme Court of the State of Florida, whose principal office is located at 3936 S. Semoran
Blvd, Suite 330, Orlando, Florida 32822-4015, as its duly authorized agent and attorney in the
matter of this opposition, with full power of substitution and revocation, to transact all business
with the Patent and Trademark Office and elsewhere in the United States courts, to sign all

papers which may be hereinafter filed, and to receive all communications.

Respectfully submitted,

'BMA.‘ IQ:QQBM 4/24/06

Brian R. Gibbons Date
Attorney for Applicant

3936 S. Semoran Blvd, Suite 330
Orlando, FL 32822-4015
Phone: (407) 384-6156

Fax: (407) 384-2601



BRIAN R. GIBBONS, p.A.
Attorney at Law

Answer
TTAB Opposition No. 91169787
Page 4 of 4

CERTIFICATE OF SERVICE

I hereby certify that a true and accurate copy of the foregoing document is being deposited
with the United States Postal Service as first class mail, postage prepaid, in an envelope addressed
to Richard P. Stitt, Shughart, Thompson & Kilroy PC, Twelve Wyandotte Plaza, 120 W. 12"
Street, Kansas City, MO 64105 this 24" day of April, 2006.

Brian R. Gibbons
Attorney for Applicant

3936 S. Semoran Blvd, Suite 330
Orlando, FL 32822-4015
Phone: (407) 384-6156

Fax: (407) 384-2601
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PLAYER'S EDGE

Word Mark PLAYER'S EDGE

Goods and Services IC 036. US 100 101 102. G & S: fundraising for schools, churches and other
organizations

Standard Characters

Claimed

Mark Drawing Code (4) STANDARD CHARACTER MARK
Design Search Code

Serial Number 78568141

Filing Date February 15, 2005

Current Filing Basis 1B

Original Filing Basis 1B

Published for November 15, 2005

Opposition

Owner (APPLICANT) Miliante, James, F INDIVIDUAL UNITED STATES 37 gilroy street staten
island NEW YORK 10309

Type of Mark SERVICE MARK

Register PRINCIPAL

Live/Dead Indicator LIVE
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Serial Number 75919395
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Supplemental
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Registration Number 2489636
Registration Date September 11, 2001

Owner (REGISTRANT) Major League Baseball Players Association UNINCORPORATED
ASSOCIATION NEW YORK 12 East 49th Street New York NEW YORK 10017

Attorney of Record Lawrence A. Swain

February 6, 2001

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "TRUST" APART FROM THE
MARK AS SHOWN
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Register SUPPLEMENTAL
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